REVISED AMENDMENT PRACTICE: 37 CFR 1.121 CHANGED 
COMPLIANCE IS MANDATORY r Effective Date; July 30, 2003 


All amendments filed on or after the effective date noted above must comply with revised 37 CFR 1,121. See Final 
Rule: Changes To Implement Electronic Maintenance of Official Patent Application Rec rds (68 Fed. Reg. 
3861 1 (June 30, 2003), posted on the Office's website at: http://www.uspto.gov/web/Datents/ifw/ 
with related information. The amendment practice set forth in revised 37 CFR 1.121, and described below, replaces 
the voluntary revised amendment format available to applicants since February 2003, NOTE: STRICT 
COMPLIANCE WITH THE REVISED 37 CFR 1.121 IS REQUIRED AS OF THE EFFECTIVE DATE (July 
30, 2003). The Office will notify applicants of amendments that are not accepted because they do not comply with 
revised 37 CFR 1.121 viaaNotice of Non-Compliant Amendment. See MPEP 714.03 (Rev. 1, Feb. 2003). The non- 
compliant section(s) will have to be corrected and the entire corrected section(s) resubmitted within a set period. 

Bold underlined italic font has been used below to hiehlisht the major differences be tween the revised 37 CFR 

LI 21 and the voluntary revised amendment format that applicants could use sinc e February, 2003. 

Note: The amendment practice for reissues and reexamination proceedings, except for drawings, has not changed. 


REVISED AMENDMENT PRACTICE 


I. Begin each section of an amendment document on a separate sheet: 

Each section of an amendment document (eg.. Specification Amendments, Clahn Amendments, Drawing 
Amendments, and Remarks) must begin on a separate sheet. Starting each separate section on a new page will 
facilitate the process of separately indexing and scanning each section of an amendment document for placement in an 
image file wrapper. 

II. Two versions of amended part(s> no longer required; 

37 CFR 1-121 has been revised to no longer require two versions (a clean version and a marked up version) of 
each replacement paragraph or section, or amended claim. Note, however, the requirements for a clean 
version and a marked up version for substitute specifications under 37 CFR 1.125 have been retained. 

A^ Amendments to the claims: ... 
Each amendment document that includes a change to an existing claim, cancellation of a claim or submission ot a new 
claim, must include a complete listing of all claims in the application. After each claim number in the listmg, the 
status must be indicated in a parenthetical expression, and the text of each pending claim (with markings to show 
current changes) must be presented. The claims in the listing will replace all prior claims in the application. 

( 1 ) The current status of all of the claims in the application, including any previously canceled, not entered or 
withdrawn claims, must be given in a parenthetical expression following the claim number using only one of 
the following seven status identifiers: (original), (currently amended), (canceled), (withdrawn), (new), 
(previously presented) and (not entered). The text of all pending claims, including withdrawn claims, must 
be submitted each time any claim is amended. Canceled and not entered claims must be indicated by only 
the claim number and status, without presenting the text of the claims. 

(2) The text of all claims hein ^ currently amended must be presented in the claim listing with markings to jndicate 
the changes that have been made relative to the immediate prior version. The changes m any amended claim 
must be shown by underlining (for added matter) or strikethrough (for deleted matter) with 2 exceptions: (1) 
for deletion of five characters or fewer, double brackets may be used fe.g.. fferoorlf); and (2) if 
strikethrough cannot be easily perceived (e,9., deletion of the n u mber ''4" or certain punctuation marks), 
double brackets must be used fcg-. If4in. As an alternative to usine double brackets, however, extra 
portions of text mav be included before and after text being de leted, all in strikethrough, followed by 
includine and underlining the extra text with the desired chanse (e.z. number 1 as number 14 as ). An 
accompanying clean version is not required and should not be presented. Only claims of the status "currently 
amended," and ^*withdrawn" that are being amended, may include markings. 

(3) The text of pending claims not being currently amended . Including withdrawn claims, must be presented m 
the claim listing in clean version, /.e., without any markings. Any claim text presented in clean version will 
constitute an assertion that it has not been changed rf-fative to the immediate prior version except to omit 
markings that may have been present in the immediate prior version of the claims. 
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(4) A claim being canceled must be listed in the claim listing with the status identifier "canceled"; the text of the 
claim must not be presented. Providing an instruction to cancel is optional. 

(5) Any claims added by amendment must be presented in the claim listing with the status identifier "(new)'*; the 
text of the claim must not be underlined. 

(6) All of the claims in the claim listing must be presented in ascending numerical orden Consecutive canceled, 
or not entered, claims may be aggregated into one statement (e.g., Claims I - 5 (canceled)). 

Example of listing of claims (use of the word ''claim" before the claim number is optionan; 

Claims 1-S (canceled) 

Claim 6 (previously presented): A bucket with a handle. 

Claim 7 (withdrawn): A handle comprising an elongated wire. 

Claim 8 (withdrawn): The handle of claim 7 further comprising a plastic grip. 

Claim 9 (currently amended): A bucket with a gfeeft blue handle. 

Claim 10 (original): The bucket of claim 9 wherein the handle is made of wood. 

Claim 1 1 (canceled) 

Claim 12 (not entered) 

Claim 13 (new): A bucket with plastic sides and bottom. 


B) Amendments to the specification: 

Amendments to the specification, including the abstract, must be made by presenting a replacement paragraph or 
section or abstract marked up to show changes made relative to the immediate prior version. An accompanying clean 
version is not required and should not be presented. Newly added paragraphs or sections, including a new abstract 
(instead of a replacement abstract), must not be underlined. A replacement or new abstract must be submitted on a 
separate sheet, 37 CFR 1.72. If a substitute specification is being submitted to incorporate extensive amendments, 
both a clean version (which will be entered) and a marked up version must be submitted as per 37 CFR 1.125. 

The changes in any replacement paragraph or section, or substitute specification must be shown by underlining (for 
added matter) or strikethrough (for deleted matter) with 2 exceptions: ( 1 ) for deletion of fi ve characters or fewer, 
double brackets mav be used fe.g.. UeroorllU and (2) if strikethroueh cannot b e easily perceived ^g.g.. deletion of 
the number "4" or certain punctuation marks), double brackets must be used fe.e.. 11 411), As an alternative to 
usine double brackets, however, extra portions of text mav be included b efore and after text beins deleted, all in 
strikethrouslu followed by including and underlinine the extra text with the desired chanee (e.g.. number 1 as 
number 14 as) 

C) Amendments to drawing figures: ^ u u 
Drawing changes must be made by presenting replacement figures which incorporate the desired changes and which 
comply with 37 CFR 1.84. An explanation of the changes made must be presented either in the drawing amendments, 
or remarks, section of the amendment, and may be accompanied bv a marke d -un copy of one or more of the figures 
being amended, with annotations. Any replacement drawing sheet must be identified in the top margin as 
''Replacement Sheet'' and include all of the figures appearing on the immediate prior version of the sheet, even 
though only one figure may be amended. Any marked-up (annotated ) copy showing changes must be labeled 
''Annotated Marked'up Drawings'' and accompany the replacemen t sheet in the amendment (e.^,, as an appendix). 
The figure or figure number of the amended drawing(s) must not be labeled as "amended." If the changes to the 
drawing figure(s) are not accepted by the examiner, applicant will be notified of any required corrective action in the 
next Office action. No further drawing submission will be required, unless applicant is notified. 

Questions regarding the submission of amendments pursuant to the revised practice set forth in this fiyer shouldvbe 
directed to: Elizabeth Dougherty or Gena Jones, Legal Advisors, or Joe Narcavage, Senior Special Projects Examiner, 
Office of Patent Legal Administration, bye-mail to patentpractice@uspto.gov or by phone at (703) 305-1616. 
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NOTICE OF OFFICE PLAN TO CEASE SUPPLYING COPIES OF CITED US. PATENT 
REFERENCES WITH OFFICE ACTIONS, AND PILOT TO EVALUATE THE 
ALTERNATIVE OF PROVIDING ELECTRONIC ACCESS TO SUCH U.S. PATENT 

REFERENCES 

Summary 

The United States Patent and Trademark OflBce (Office or USPTO) plans in the near future to: 

(1) cease mailing copies of U.S. patents and U.S. patent ^plication publications (US patent 
references) with Office actions except for citations made during the international stage of an 
international application under the Patent Cooperation Treaty and those made during 
reexamination proceedings; and (2) provide electronic access to, with convenient downloading 
capability of, the US patent references cited in an Office action via the Office's private Patent 
Application tofonnation Retrieval (PAIR) system which has a new feature called "E-Patent 
Reference." Before ceasing to provide copies of U.S. patent references with Office actions, the 
Office shall test the feasibility of the E-Patent Reference feature by conducting a two-month pilot 
project starting with Office actions mailed after December 1, 2003. The Office shall evaluate the 
pilot project and publish the results in a notice which will be posted on the Officers web site 
(www.USPTO.gov) and in the Patent OfiBcial Gazette (O.G.). In order to use the new E-Patent 
Reference feature during the pilot period, or when the Office ceases to send copies of U.S. patent 
references with Office actions, the applicant must: (1) obtain a digital certificate fiom the Ofl&cc; 

(2) obtain a customer number fi^om the Office, and (3) properly associate applications with the 
customer number. The pilot project does not involve or affect the current Office practice of 
supplying paper copies of foreign patent documents and non-patent literature with Office actions. 
Paper copies of references will continue to be provided by the USPTO for searches and writtOT 
opinions prepared by the USPTO for international applications during the international stage and 
for reexamination proceedings. 

Description of Pilot Project to Provide Electronic Access to Cited U.S. Patent 
References 

On December 1, 2003, the Office will make available a new feature, E-Patent Reference, in the 
Office's private PAIR system, to allow more convenient downloading of U.S. patents and U.S. 
patent application publications. The new feature will allow an authorized user of private PAIR 
to download some or all of the U.S. patents and U.S. patent application publications cited by an 
examiner on form PTO-892 in Office actions, as well as U.S. patents and U.S. patent application 
publications submitted by applicants on form PTO/SB08 (1449) as part of an IDS. The retrieval 
of some or all of the documents may be performed in one downloading step with the documents 
encoded as Adobe Portable Document format (.pdf) files, which is an improvement over the 
current page-by-page retrieval capability from other USPTO systems. 


steps to Use the N w E-Patent Reference Feature During the Pilot Project and 
Ther after 


Access to private PAIR is required to utilize E-Patent Reference, If you don*t already have 
access to private PAIR, the Office urges practitioners, and applicants not represented by a 
practitioner, to take advantage of the transition period to obtain a no-cost USPTO Public Key 
Infrastructure (PKI) digital certificate, obtain a USPTO customer number, associate all of their 
pending and new application filings with their customer number, install no-cost software 
(supplied by the Office) required to access private PAIR and E-Patent Reference featiure, and 
make appropriate arrangements for Internet access. The full instructions for obtaining a PKI / 
digital certificate are available at the Officers Electronic Business Center (EBC) web page at: 
<http://www.uspto.gov/ebc/downloads.html> . Note that a notarized signature will be required to 
obtain a digital c^ificate. 

To get a Customer Number, download and complete the Customer Number Request form, PTO- 
SB125, at: http://www.uspto.gov/web/f6rnis/sb012S.pdf The completed form can then be 
transmitted by facsimile to the Electronic Business Center at (703) 308-2840, or mailed to the , 
address on the forai. If you are a registered attorney or patent agent, then your registration 
number must be associated with your customer number. This is accomplished by adding your 
registration number to the Customer Number Request form. A description of associating a 
customer number with an application is described at the EBC web page at: 
http://www.uspto.gov/ebc/registration pair.html . 

The E-Patent Reference feature will be accessed using a new button on the private PAIR screen. 
^ Ordinarily all of the cited U.S. patent and U.S. patent application publication references will be 
available over the Internet using the Office's new E-Patent Reference feature. The size of the 
references to be downloaded will be displayed by E-Patent Reference so the download time can 
be estimated. Applicants and registered practitioners can select to download all of the references 
or any combination of cited references. Selected references will be downloaded as complete 
documents as Adobe Portable Document Format (.pdf) files. For a limited period of time, the 
USPTO will include a copy of this notice with Office actions to encourage applicants to use this 
new feature and, if needed, to take the steps outlined above in order to be able to utilize this new 
feature during the pilot and thereafter. 

During the two-month pilot, the Office will evaluate the stability and capacity of the E-Patent 
Reference feature to reliably provide electronic access to cited U.S. patent and U.S. patent 
application publication references. While copies of U.S. patent and U.S. patent application 
publication references cited by examiners will continue to be mailed with Office actions during 
the pilot project, applicants are encouraged to use the private PAIR and the E-Patent Reference y 
feature to electronically access and download cited U.S. patent and U.S. patent application 
publication references so the Office will be able to objectively evaluate its performance. The 
public is encouraged to submit comments to the Office on the usability and performance of the 
E-Patent Reference feature during the pilot. Further, during the pilot period registered 
practitioners, and applicants not represented by a practitioner, are encouraged to experiment with 
the feature, develop a proficiency in using the feature, and establish new internal processes for 
using the new access to the cited U.S. patents and U.S. patent application publications to prepare 
for the anticipated cessation of the current Office practice of supplying copies of such cited 
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references. The Office plans to continue to provide access to the E-Patent Reference feature 
diuing its evaluation of the pilot 

Comnfients 

Conunents concerning the E-Patent Reference feature should be in writing and directed to the 
Electronic Business Center (BBC) at the USPTO by electronic mail at eReference@uspto.gov or 
by facsimile to (703) 308-2840. Comments will be posted and made available for public 
inspection. To ensure that comments are considered in the evaluation of the pilot project, 
comments should be submitted in writing by January 15, 2004. 

Comments with respect to specific applications should be sent to the Technology Centers' 
customer sendee centers. Comments concerning digital certificates, customer numbers, and 
associating customer numbers with applications should be sent to the Electronic Business Center 
(EBC) at the USPTO by facsimile at (703) 308-2840 or by e-mail at EBC@uspto.gov. 

Implementation after Pilot 

After the pilot, its evaluation, and publication of a subsequent notice as indicated above, the 
Office expects to implement its plan to cease mailing paper copies of U.S. patent references cited 
during examination of non provisional applications on or after February 2, 2004; although copies 
of cited foreign patent dociunents, as well as non-patent literature, will still be mailed to the 
applicant until such time as substantially all applications have been scanned into EFW. 

^ For Further Information Contact 

Technical information on the operation of the IFW system can be found on the USPTO website 
at http://www.uspto.gov/web/patents/ifw/index.htmL Conunents concerning the E-Patent 
Reference feature and questions concerning the operation of the PAIR system should be directed 
to the EBC at the USPTO at (866) 217-9197. The EBC may also be contacted by facsimile at 
(703) 308-2840 or by e-mail at EBC@uspto.gov. 

Date. I ^ to} 

Nicholas P. Godici 
Commissioner for Patents 
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